THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte STANLEY W STEPHENSON I 1 |

Appeal No. 97-3400
Appl i cation 08/584, 908!

ON BRI EF

Bef ore COHEN, ABRAMS and STAAB, Adm nistrative Patent Judges.

STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe final rejection of
clainms 1, 3 and 5-7. Claim 2 has been canceled. Caim4, the
only other claimpending in the application, has been finally

rej ected but not appeal ed.? Accordingly, the final rejection of

1

Application for patent filed January 11, 1996.
2 See Notice of Appeal (Paper No. 10).

-1-



Appeal No. 97-3400
Appl i cation 08/ 584, 908

claim4 is not before us. An anendnent filed subsequent to the
final rejection correcting a typographical error in claim1l has
been ent er ed.

Appel lant’ s invention pertains to an index print sheet on
which is printed a series of pictures that match a series of
i mages recorded on a filmnmedium wth the index print sheet
bei ng capable of storing or holding the filmmedium | ndependent
claimb5, a copy of which is appended to appellant’s brief, is
illustrative of the appeal ed subject matter.?

The references of record relied upon by the exam ner in
support of a rejection under 35 U S.C. 8§ 103 are:

Lowenst ei n 1, 233, 076 Jul . 10, 1917
Hol son 4,263, 357 Apr. 21, 1981

In addition, the examner relies upon Oficial Notice,
expl ai ned bel ow, in support of the rejection.

Clains 1, 3 and 5-7 stand rejected under 35 U S.C. § 103 as
bei ng unpatentable over “Oficial Notice in view of Hol son and
Lowenstei n” (answer, page 3).

Considering first independent claimb5, this claimis

directed to a fil mpackage conprising a fil msheet and an i ndex

® The copy of the appeal ed cl ai ns appended to appellant’s

brief is incorrect in that line 1 of claim3 should read *
as recited inclaim1 . . . .”
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print sheet. The film sheet has a series of images recorded on
one side and a non-inmage area on the sanme side. The index print
sheet has a series of pictures on one side and a non-picture area
on the same side. According to the claim the pictures on the
i ndex print sheet “match the series of inmages recorded on said
filmsheet” and the non-picture area of the index print sheet is
“in the sane relative |ocation as said non-imge area on the film
sheet and [is] sized to permt the filmsheet to be placed over
said non-picture area wthout covering any of the pictures.” In
addition, the index print sheet is provided wth hol di ng neans
for releasably securing the filmsheet to the non-picture area of
the index print sheet. Thus, it is clear that the picture and
non-picture areas on the clainmed index print sheet and the inmage
and non-inmage areas on the clainmed filmsheet are positively
related to each ot her

In rejecting this claim the exam ner has taken O ficial
Notice “that it is conventional to display photographs, film
negati ves, transparent strips, or positive imges in a
transparent photographic al bumw th pockets” (answer, pages 3-

4) .4 The exam ner has al so found that “Hol son teaches providing

* Appel | ant has not chall enged the exaniner’s taking of

Oficial Notice to the extent quoted.
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a phot ographi ¢ al bum page conprising nmultiple pockets for
retaining pictures thereon” and that “Lowenstein teaches
providing a carrier 10 with retaining strips formng a pocket for
hol di ng a renovabl e transparent strip” (answer, page 4).

Based on these findings, the exam ner has nade the foll ow ng
concl usi ons of obvi ousness:

It would have been obvious . . . to store filmin

a desired location on a conventional picture storing

al bum sheet in an arrangenent with the photographs. To

have provided the filmin any desired location with

respect to the photographs . . . would further have

been obvious, for a purpose such as to facilitate

identification of the desired negatives for further

processing. No patentable or unobvious distinction is

seen between associating negatives with a plurality of

i ndi vidual prints or with a contact sheet nade from

t hose negatives. These are old and conventi onal

practices in the art of storing photographic negatives.

[ Answer, page 4.]

We agree with appellant, however, that the exam ner’s taking
of Oficial Notice that it is conventional to insert pictures or
negatives into transparent al bum pockets, in conbination with the
t eachi ngs of Hol son and Lowenstein, would not have suggested to
the ordinarily skilled artisan the clai mrequirenent of providing
pi cture bearing index print sheet having a non-picture area in
the sanme relative location on the index print sheet as a non-
image area on the filmsheet. |In particular, Lowenstein, which

we view as the nore pertinent of the applied references, is not
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seen as providing any such suggestion. Lowenstein pertains to a
classification and i ndexing systemfor notion pictures, the main
conponent of which is an article which carries a series of
chronol ogi cal | y non-consecutive views occurring on a particular
nmotion picture film Holson' s disclosure, insofar as pertinent,
is nothing nore a photo al bum page having a plurality of pockets
for receiving pictures. Fromour perspective, what is lacking in
the exam ner’s evidentiary basis is any teaching of |aying out
the picture and non-picture areas on an index print sheet in the
sanme relative |locations as the imge and non-i mage areas on the
filmsheet.

We al so nmust disagree with the exam ner to the extent he
contends that the clained relationship between the areas on the
filmand index print sheet is of no patentable nonent. The
exam ner has failed to indicate any teaching in the applied
references or any prior know edge generally available to one of
ordinary skill in the art that would have Il ed an ordinarily
skilled artisan to provide a fil msheet and an index print sheet
in accordance with the requirenents of claim5. In short, the
rejection of appealed claim5 nust fail for lack of a sufficient
factual basis. In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173,

178 (CCPA 1967), cert. denied, 389 U S. 1057 (1968).
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We shall therefore not sustain the standing 8 103 rejection
of claimb5, or clains 6 and 7 which depend therefrom

Turning to independent claim1, in asserting the
patentability of this claim appellant argues on page 6 of the
brief that claim1l

is patentable for the same reason that Caim5 is

patentable. Specifically, Caiml calls for a picture-

bearing i ndex print sheet where a non-picture area is

in the sane relative | ocation on the picture-side of

the index print sheet as the non-inmage area is on a

filmpmediumto be held on the index print sheet.

This argunent is not well taken. As appellant acknow edges,
claiml1l differs fromclaim5 in that claiml is directed to a
filmstoring sheet conprising an index print sheet per se. Wile
we appreciate that claim1 includes termnology relating the
pi cture and non-picture areas of the index print sheet to inmage
and non-image areas on an inferentially recited film nmedium and
that this term nol ogy nmust be considered in determ ning the
patentability of the claim the filmmediumis not a positively
recited part of the claimed subject matter

As not ed above, the main conponent of Lowenstein’s notion
picture classification and i ndexing systemis an article which

carries a series of chronologically non-consecutive views

occurring on a particular notion picture film Figures 1 and 2
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constitute two such exanples of this article. In Figure 1, the
article is in the formof an card or sheet carrying a series of
characteristic non-consecutive scenes of the film (page 2, lines
13-21). The card further includes an area at the top of the card
or sheet for catal oging information, which may include a pocket
“for holding in place a renovabl e transparent strip 112 carrying
dates or other variable matter” (page 2, lines 36-39). The
alternative article shown in Figure 2 conprises a short section
of ordinary notion picture filmstrip upon which non-consecutive
views froma particular notion picture filmhave been reproduced
(page 2, lines 70-73).

Rel ating the Figure 1 article of Lowenstein to claiml1, we
find that Lowenstein’s Figure 1 article conprises an index print
sheet 10 having a series of pictures printed on one side thereof
(see page 2, lines 103-112), and an upper non-picture area
including a holding nmeans in the formof a pocket 11 which is
fully capable of releasably securing an appropriately sized film
mediumto the sheet. Regarding the term nology appearing in the
preanbl e and body of the claimrelating the picture and non-
picture areas of the print index sheet to an inferentially
recited filmmedium Lowenstein's print sheet nmeets this claim

termnology in that the arrangenent of picture and non-picture
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areas of Lowenstein’s Figure 1 sheet is as called for in the
claimfor an appropriately sized filmnmedi um having an
appropriately arranged series of inages recorded thereon.

For the reasons discussed above, claim1l | acks novelty over
Lowenstein’s Figure 1 article. Wile we appreciate that the
exam ner has expressed the rejection in terns of obviousness, we
note that evidence establishing |lack of novelty in the clained
i nvention necessarily evidences obviousness. Lack of novelty has
been characterized by one of the predecessors of our court of
review as being the ultimate or epitone of obviousness. See In
re Fracal ossi, 681 F.2d 792, 794, 215 USPQ 569, 571 (CCPA 1982)
and In re Pearson, 494 F.2d 1399, 1402, 181 USPQ 641, 644 (CCPA
1974). W therefore shall sustain the exam ner’s rejection of
claim11 under § 103, noting that Hol son and the exam ner’s taking
of Oficial Notice are cunul ati ve.

W w il also sustain the rejection of dependent claim3
si nce appel |l ant acknow edges on page 4 of the brief that this
claimstands or falls with claim 1.

In sunmary, the standing 8 103 rejection of clains 1, 3 and
5-7 is reversed as to claim5-7 but is affirmed as to clains 1

and 3.
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The deci sion of the exam ner

is affirmed-in-part.

No tinme period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).

AFFI RVED- | N- PART

| RW N CHARLES COHEN
Adm ni strative Patent Judge

NEAL E. ABRAMS
Adm ni strative Patent Judge

LAWRENCE J. STAAB
Adm ni strative Patent Judge

N N N N N N N N N N N N

may be extended under 37 CFR

BOARD OF PATENT
APPEALS AND
| NTERFERENCES
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Leonard W Treash Jr.
East man Kodak Conpany
Pat ent Legal Staff
Rochester, NY 14650-2201
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